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Art Unit 

3653 




- I/re MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 28 September 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-3 and 5-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IE Claim(s) 7-3 and 5-13 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) (3 The drawing(s) filed on 28 September 2004 is/are: a)D accepted or b)[3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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3) ^ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date 11/17/03 . 6) □ Other: . 
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DETAILED ACTION 

Information Disclosure Statement 

Examiner acknowledges that in the Applicant's response of Sept. 28, 2004, Applicant 
mentioned that IDS submitted Nov. 17, 2003 had not been considered. Examiner phoned 
applicant's representatives to let them know the IDS was not included in the application history. 
Applicant's representative sent (via unofficial facsimile) the EDS along with the references and a 
date stamped filing receipt showing the IDS was filed with the Patent Office on Nov. 17, 2003. 
Examiner has now considered the references and the IDS is initialed and returned to applicant as 
verification that the references are now of record in the case. 

Also, in applicant's response, applicant requested clarification regarding the Padget '729 
reference. Examiner confirms that the Padget reference is of record. It was cited on the 892 
form before the IDS was initialed by the examiner, therefore examiner felt it would be redundant 
to initial the reference. However, the reference has been considered and is of record in the 
application. 

Drawings 

The drawing sheet containing amendments to Figure 1 has been received. These 
drawings corrections are approved. However, Examiner notes that applicant must label the 
drawing sheet as a "replacement sheet" at the top of the drawing sheet in order for the sheet to 
conform to USPTO practice (See 37 CFR 1.121(d)). . 

Appropriate correction is required. 
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Response to Arguments /Amendments 
Applicant's amendments to the drawings, specification and claims have overcome the 
rejections and objections of the previous office action. Examiner acknowledges that claim 4 has 
been cancelled and new claims 11-13 have been added. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-3 and 5-10 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Independent claims 1, 8, 9 and 10 all contain the limitation of: "wherein the paper 
returner is placed at the first position so that atop sheet of paper in the hopper is abutted against 
the paper feeding roller, and is separated from other sheets of paper by the separation pad; 
wherein the paper returner is placed at the second position so that the first face of the paper 
returner returns sheets of paper, which are entered in the paper transporting passage together 
with the sheet of paper to be fed, to the hopper;" 

This is functional language. However, applicant has not claimed the functional 
relationship between the structural elements which allows the device to function as claimed. In 
other words, applicant has described the structure (a pivotable paper returner, etc.) which 
accomplishes the function. However, applicant has not disclosed how the paper returner is 
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placed at a first position, or placed at a second position. How does the paper returner pivot 
between the two positions? Is it moved manually? Is there a structure which pivots the returner 
at an appropriate time? What causes it to move to one position at one time and the other position 
at another time? 

In regard to claims 5 and 6, applicant claims: "the paper feeding roller is arranged only 
on one side of the widthwise direction of the sheet of paper." This is unclear. The widthwise 
direction is merely a direction. It extends over the entire sheet of paper. It is unclear how the 
roller is only on one side of a particular direction. 

Similarly in claim 6, the widthwise direction is an infinite line extending across the sheet 
of paper and beyond. It is unclear how the center of the direction is determined. 

Appropriate correction is required. 

The claims are examined as best understood. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3 and 5-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japanese Patent 55-044473 to Hashida in view of US Patent No. 6,199,855 to Choeng. 
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In regard to claims 1,11 Hashida discloses a paper feeder, for feeding a sheet of paper to 
a recording apparatus, 
comprising: 

• a hopper (5), for stacking a plurality of sheets of paper; 

• a paper feeding roller (6), which constitutes a part of a paper transporting passage; 

• a paper returner (18), placed in vicinity of an end portion of the hopper, wherein the 
paper returner is pivotable between a first position where the paper returner constitutes a part of 
the paper transporting passage, and a second position where the paper returner blocks the paper 
transporting passage (compare Fig. 5 with Fig. 6); 

• a separation pad (19), provided on a first face of the paper returner, the separation pad/ 
having a friction coefficient which is higher than a friction coefficient of the first face of the 
paper returner; 

• wherein the paper returner is placed at the first position (See Fig. 5) so that a top sheet 
of paper in the hopper is abutted against the paper feeding roller, and is separated from other 
sheets of paper by the separation pad; wherein the paper returner is placed at the second position 
(See Fig.6) so that the first face of the paper returner returns sheets of paper, which are entered in 
the paper transporting passage together with the sheet of paper to be fed, to the hopper; and 

• wherein the hopper comprises a first portion (5) that supports the plurality of sheets of 
paper in a stacking direction of the plurality of sheets of paper; and a second portion that 
supports the plurality of sheets (L) of paper in a non-stacking direction of the plurality of sheets 
of paper. 
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Hashida does not disclose that the hopper has a second portion that supports the plurality 
of sheets (L) of paper in a non-stacking direction of the plurality of sheets of paper. In other 
words, Hashida does not disclose that the hopper is inclined. 

However, it is well known in the art that the hopper can be inclined. In fact, many paper 
feeders with paper clearing mechanisms (kickers) have inclined hoppers (See e.g. US Patent Nos. 
6,199,855 to Choeng; 5,655,762 to Yergenson; 6,059,281 to Nakamura et al.) There is 
motivation to incline the hopper since the inclination of the hopper saves space when the printer 
is placed on a desk or table (See e.g. US Patent No. 3,883,241 to Zeuthen, Col. 2, lines 48+). 
Therefore, it would be obvious to one of ordinary skill in the art that Hashida' s paper supply 
could be inclined. 

In regard to claim 2, Hashida appears to disclose an auxiliary roller (See Fig. 3, the un- 
numbered roller corresponding to roller 6) and that the first face of the paper returner abuts the 
top sheet of paper which is abutted against the paper feeding roller . . . when the paper returner is 
placed in the first position (See Fig. 5). 

In regard to claim 3, see Fig. 6. 

In regard to claim 5, see Fig. 3. 

In regard to claim 6, the auxiliary roller does appear to be in the center of the widthwise 
direction, just as the feed roller is also in the center of the widthwise direction. However, 
Examiner notes that the positioning of the auxiliary roller would be obvious to one of ordinary 
skill in the art. For example, Choeng positions an auxiliary roller in the center of the widthwise 
direction (See Fig. 1). 



Application/Control Number: 10/67 1 ,556 Page 7 

Art Unit: 3653 

In regard to claim 7, Hashida discloses the returner (18) has a distal end with a protrusion 
(19) thereon. 

In regard to claims 8 and 12, Hashida discloses an urging member (See e.g. Fig. 1 (7/12) 
or Fig. 4 (17/18/20). Further, Hashida discloses that the roller moves the returner to the first 
position (See Fig. 5 and 6) against the force of the urging member. 

In regard to claims 9 and 13, Choeng disclose a cam (38) which moves the inclined 
hopper to/from the paper feeding roller. Such cams are well known and utilized in the inclined 
hopper environment (See e.g. Yergenson or Nakamura). 

In regard to claim 10, Choeng discloses the hopper is pivotable (Compare Figs. 1 1 and 

12). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew J. Kohner whose telephone number is 703-305-8496. 
The examiner can normally be reached on Mon-Fri 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Donald Walsh can be reached on 703-306-4173. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 ftoH- free). 



Matthew J. Kohner 
Examiner 
Art Unit 3653 
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